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RECEIVED 

<X9<TIIAL FAX CENTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE AU6 0 5 2005 



Examiner: Rachel L.Porter 
Group Art Unit: 2166 



In re application ofi 

Edward J. Petrus 

Serial No. 09/444,660 
Filed: November 22, 1999 

For: Dietary Supplement Selector and Method 

BEFORE THE BOAIU) or PATENT APPEALS 
AND INTERFERENCES 

STTPPT.RMETVT TO BRIE F ON APPEAL 

AppUcant responds to the Notification of noh^complinat appeal brief mailed 7/29/05 as 
follows: 

1. The brief does not contain a statement of the status of all claims, or does not identify the 

appealed claijns. " 

Claims 1-5 were rejected under 35 U.S.C. § 1 12, 1'^ paragraph. The "examiners indicated 
lhat the removal of the phrase "for.difiFerences in^ in the comparing of step (c) of claim 1 should be 
sufficient to overcome the rejection of claims 1-5 under 112, 1" paragraph provided in the Final 
Rejection mailed 1 2/22/04." Interview summary 2/1 5/05 

Claims 1-5 we rejected under 35 US-C. § 1 i2, 2"^ paragraph. " Examiners indicated that 
the removal of lie phrases "other items covered by the questionnaire' and "other nutritianal 
supplements" flom steps c) W d) of claim i should be sufEcient to overcome flie 1 12, 2^ paragraph 
rejections of claims 1-5 provided in the Final Rejection mailed 12/22/04." Interview summary 

2/15/05. " . 

Claims 1^5\vere rqected under 35 U.S.C. § 103Ca). This rejection vms the same rejection 
presented in the original appeal (App. No. 2003-2002) filed 4/4/03. The Appeal decision rendered 



on July 21, 2004, revearsedthe decision of the examinerto reject claims 1-5 under 35 U.S.C. § 103(a) Q 

and presented a new rejection under 35 U.S.C. § 1 12, 2"* paragraph. A copy of the Appeal decision ^ 
is attached to tliis Supplemmt. . - 

2. At Imt one amendment has been filed subsequent to the final rejection, and the brief does 2 

not contain a statement of the status of each such amendment See response to #1 and a copy of the ^ 
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interview summary is attached. 

3 . The brief does not contain copies of the evidence submitted under 3 7 CFR 1 . 1 30^ 1,1 3 1 , 
LI 32 or any other evidence entered by the examiner and rehed upon by appellant in the appeal, 
along with a statement setting forth where in the record that evidence was entered by the examiner, 
as an appendix thereto 37 CFR 4L37(cXl)(ix). 

37 CFR U30, 1.131 and L132 refers to ajBBdavits or declarations -none exist. 

4. The brief does not contain copies of the decisions rendered by a court or the Board in the 
proceeding indentified in the Related Appeals and Interferences section of the brief as an appendix 
thereto. , 

A copy of the decision of the Board of Appeals is attached. 

5. Other: 

Claims 1-5 were rejected under 35 U.S,C- § 1 12, first paragraph, as foiling to comply 
with the written description requirement. In the Response to rejection after final, submitted on 
February 7, 2005, it was stated that Claims* 1-5 were rejected because 'there is no direct description 
of comparing for differences to standardized profiles to achieve optimal health and weUness." In the 
original description filed on 1 1/22/1999 the questionnaire information was entered and stored m the 
computer database '^vhfire it is compared to a health>profile for a person of the consumer's age and 
health history background Based on this comparison, a dietary supplement profile 3 can be 
geuerated that calculates the consumers personal nutritional needs of vitamins, minerals, amino 
acids, enzymes, herbs and other nutritional supplements to achieve optimal health and wellness." 
(Page 2, linesl2-19). Claim 1(c) was amended to delete "for differences in"comply with this 
objection. 

In the Interview summary 2/15/05, the "examiners indicated that the removal of the phrase 
"for differences in^* in the comparii^ of step (c) of claim 1 should be sufficient to overcome the 
rejection of claims 1-5 under 1 12, 1=* paragraph provided in the Final Rejection mailed 12/22/04." 
The claim 1 c) in the Appendix was conrected to match the Response to rejection after final 



submitted on 2/8/05. ^ 



RespectftiUy submitted. 




EdwMj, Petnis, M.D. 
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3413 Spanish Oak Dr. 
Austin, Texas 78731 
Tel:(512)-454-6500 
Fax:(512>453-0066 
August 5, 2005 
Appellant pro se 
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Appendix 

Claim$: 

1 ■ A method/process of creating a dietary supplement profile for an individual 
comprising: • • . . - 

a) completing a health questionnaire by an individual, 

b) comparing of the questiormaire information by an individual to a health 
profile for a person of the individuars age and health history background in a computer 
database, 

c) comparing the individual's health information to standardized profil^es 
based on age, sex, physical activity, dietary habits, past medical history to achieve 
optimal health and wellness, 

generating a computer-implemented dietary supplement iMTofile based 
on the individual's health information listing the vitamins, minerals, amino acids, 
enzymes, and herbs to achieve optimal health and wellness. 

2. The method/process of creating a dietary supplement profile of claim 1 , 
wherein step (b) coniipiises comparing the questionnaire information by the individual 
and information provided by a physical examination to a health profile for a person of the 
individual's age and health history backgroimd in a computer database, 

3- The method/process of creating a dietary supplement profile of claim 1 , 
wherein step (b) comprises comparing the ^ questionnaire information provided by the 
individual and mformation provided by laboratory studies to a health profile for a person 
of the individual's age ^nd health history background in a computer database, 

4. The method/process of creating a dietary supplement profile of claim l,.fimher 
comprises adding a list of commercially- available products that provide the dietary 
supplements listed to achieve optimal health aad wellness- 

5. The method/process of creating a dietary supplement profile of claim 1 ^ fiirther 
comprises addmg a plan for weight management 



14 
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The opinion in support of the decision being entered today was 
not written for publication and is not, binding precedent of the 
i Board. . • . i 

Paper Mo, 26 
UNITED STATES PATENT AND TRADEMARK OPFieB 



BEFORE THE BOAKD OF PATENT APPEALS 
AND INTERFERENCES 



Ex i3arte EDWARD J, PETRUS 



Appeal No. 2003-2002 
Application No.' 09/444, SSO 



ON BRIEF 



MAILED 

JUL 2 1 2004 



vs. WJem ANDTRAOEMARK OFFICE 
: BOAHDOFPATENTAPPEALS 
! ANPINTTEflFERENCES 



Before MCQUADE, BARRETT, and NASE, Administrative Patent Judges . 
MCQUADE, Administrative Patent Judge . 

DECISION ON APPEAL ! 

\ . — • r~ I 

^ - . j 

Edward J. Petrus appeals from the final rejection of claims 
1 through 5, all of the claims pending in the appliqation. ^ 

i 

THE INVENTION ' I 

The invention relates to method of creating al dietary 
supplement profile for an individual. Representative claim l 

reads as follows: 

s ' * ' ' ''^ i 

1. A method/process of creating a dietary auppilement 
profile for an individual comprising: 

a) completing a health questionnaire by an individual, 

b) comparing of the questionnaire information by an 
individual to an optimal health profile in a computer data base 



Claims 2 and 3 have been amended subsequent to final 
re:jection. 
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Appeal No. 2003-2002 
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c) adjusting for differences in the individual' 
information when compared to an optimal health profile, 

d) generating a computer-implemented dietary supplement 
profile based on the individual's health information listing the 
vitamins, minerals, amino acids, enzymes, and herbs 
an optimal health profile. 



s health 



suggested for 



THE PRIOR ART 

The references relied on by the examiner to support the 
final rejection are: ,- . \ 

5,937,387 



Summerell et al. 
(Sumraerell) 

Riley 



Aug. 10, I99r 
tllov. 2, 199S 



5, 976, 568 

THF. RP..TF.rTTnM 

Claims 1 through 5 stand rejected under" 35 U.S. 
as being unpatentable over Summerell in view of Rile 

Attention is directed to the main and reply bri 
Nos. 17 and 21) and to the answer (Paper No. 20) foi 
respective positions of the appellant and the examiJer regarding 
the merits of this rejection. ^ 



C. § 103(a) 

y- 

efs (Paper 
the 



J In the final rejection (Paper No. 8), claims 2 and 3 al<5o 
stood rejected u^ider 35 U.S.C. § 112, second paragraph, as be^no 
l"aht of th. ^^^-i"^- l^as sinc^- withdrawn^his rfej;c?ion ^n^ 

^^^^^'^ 2 and 3 subsequent to final 



nJ^^IoJ^" ^^^^ advisory action dated November 18 
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DISCUSSION 



I. Preliminary matterg 

.The appellant (see pages 1 through 5 in the main brief) 
raises as issues in the appeal the propriety of (1) the 
^ examiner's decision to make ^^final" the Office action appealed 
from (paper No- S) , and (2) the Technology Center Director's 
decision (Paper No- 12) to . deny the. appellant ' s 37 'CFR-S 1,181 
petition (Paper No, 11) requesting withdrawal of. the finality of 
such Office action. As these related matters are no': directly 
connected with the merits of issues involving a rejection of 
claims, they are hot reviewable by appeal to this Bokrd (see 
In re Henqehold . 440 F.2d 1395, 14-03-04, 169 USPQ 473, 479 (CCPA 
1971)), and hence will not be further addressed. in this decision, 
II, The appealed rejection 
> We shall not sustain the , standing 35 U.S.C. § 103 (a) 

rejection of claims 1 through 5 as being unpatentable over 
Summerell in view of Riley. For the reasons expressed below, 
claims 1 through 5 are indefinite/ Therefore, the standing prior 
art- rejection must fall since it necessarily is predicated on 
speculative assumption as to the meaning of the claims- See 
In re Steele , 305 F, 2d 859, 8S2-S3, 134 USPQ 292, 295 ,(CCPA 
19S2) . It should be understood, however, that our decision in 
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the 



Appeal No. 2003-2002 
Application No. 09/444,660 



this regard rests solely on the indef ini teness of 
subject matter and does not reflect on the adequacy 
art evidence applied in support of the § 103(a) rej^ 
III. New rejections 

The following new rejections are entered 
S l'.196(b) . 

Claims 1 through 5 are rejected under 35 U.S.C 
second paragraph, as failing to particularly point 
distinctly claim the subject mattdr the appellant r 
invention. 

The second paragraph of 35 U.S.C. § 112 require 
^ set out and circumscribe a particular area with a 
degree of precision and particularity. In re tTQhn5=ir[ T. 



claime<} 
of the prior 
ction- 



pursuant to 37 CFR 



§ 112, 
ciut and 
^gards as the 



the 



and 



1008, 1015, 194 USPQ 187, 193 (CCPA 1977). In 
whether this standard is met, the def ini teness 6f 
employed in the claims must be analyzed, not ir;i a va 
always in light of the teachings of the prior art 
particular application disclosure as it would be int 
one possessing the ordinary level ,of skill in the 

•As indicated above, independent claim 1 recites 
meth<:.d/proceas of creating a dietary supplement prof 



peirt 
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individual comprising, inter alia. , the steps of comparing an 



individual s health questionnaire information to an 



and health 



health profile^' in a data base and "adjusting" , for differences in 
the individual's health information when compared to the "optimal 
health profile." Read in light of the underlying disclosure, 
these recitations of the "optimal vhealth profile" and the 
"adjusting" step render the scope of claim 1, and claims 2 
through 5 which depend therefrom, indefinite. "the underlying 
disclosure makes no mention of an ""optimal health prj^file," and 
instead describes comparison of the questionnaire intormation to 
"a health profile for a person of the consumer's age 
history background" (specif icat ion, - page • 2) and/or th 
"standardized profiles based on age, sex, physical activity, 
dietary habits, past medical history and other items 
the questionnaire" (specif ication^ page 3) . Neither 
descriptions reasonably depicts an "optimal health profile" or 
gives any indication as to what an "optimal health prof ile" ' might 
be. Similarly, the underlying specification maHes n<b mention of 
any type of "adjust ing^' step corresponding to that recited in 
claim 1 

The scope of dependent claims 2, 3 and 4 is additionally 
indefinite in that it is unclear whether the recitatiL 



"optimeLl 
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claims 2 and 3 of ^'a health profile in a computer database" and 



in claim 4 of ''an optimal health profile" refer to t 
health profile" recited in parent .claim 1 or to some 
profile. With further regard to claim 4, the recita 
dietary supplements listed in an optimal health 'p^of 



he "optimal 
Other health 
tion of "the 
ile" is 



S.C. § 112, 



confusing in light of the description in the underlying 
specification that the dietary supplements are listed in the 
dietary supplement profile rather than in an optimal health 
profile- ; /■ ■ . ; 

Claims 1 through 5 also are rejected under 3 5 u|, 
first paragraph, as being based on a specification wjaich lacks 
a written description of the claimed invention. 

The test for determining compliance with the wrlrtten 

description requirement of the first paragraph of 3 5 

I. 

is whether the disclosure of the application as yoriginally filed 
reasonably conveys to the artisan that the inventor mad 
' possession at that time of the later claimed subject matter, 
rather than the presence or absence of literal support in the 
specification for the claim language. In . re Kaslow -. 707 F.2d 
1366, 1375, 217 USPQ 1089, 1096 {Fed. Cir. 1983). 

In the present case, the disclosure of th^ application as 
originally filed would not reasonably convey to the artisan that 



U.S.C, § 112 
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the appellant had possession at that time of a method/process of 
. creating a dietary supplement profile, of an indi^vidual comprising 

the steps of comparing questionnaire information to an "optimal 
' health profile" in a data bas^ and ^^adjusting" for differences 
compared to the optimal health profile" as now recited in 
independent claim 1, or the step of providing "the dietary 
supplements listed in an optimal health profile" as now recited 
in dependent claim 4- As alluded to above in connection with the 
§ 112, 1 2, rejection, the original disclos.ure makes 
of an "optimal health profile,"- an "adjusting" step or the 
provision of "dietary supplements 'listed in an optical health 
profile." 

SUMMARY 

J The decision of the examiner to reject claims 1 

reversed, and new rejections of these claims are ent: 
to 37 CFR § 1. 195(b) . 

This decision contain^ new grounds of rejection 
37 CFR § 1, 196(b). 37 CFR § 1, 196(b) provides ^that , 
ground of rejection shall not be considered final fo 
judicial review.'' 



no mention 



through 5 is 
sred pursuant 

pursuant to 
''A new 

: purposes of 
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37 CFR § 1.196(b) also provides that the appellant, WITHIN 
TWO MONTTT.q FROM THE DATE QF THE DECISION , must exerci.se one of 
the following two options with respect to the new grounds of 
rejection to avoid termination of proceedings (§ 1.197 {c}) as to 
the rejected claims: 

(1) ST-ibmit an appropriate amendment of the claims 
so rejected or a showing of facts relating to t:ie 
claims so rejected, or both, and have the matteic 
reconsidered by the examiner;^ in which event the 
application will be remanded 'to the examiner . 

(2) Request that the application be rehearjd under 
'§ 1- 197(b) by the Board of Patent Appeals and 

Interferences upon the same record* . - . 
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No time period for taking any subsequent action in 
connection with this appeal may be extended under 317 CPR 
§ 1.136 (a) . 

REVERSED; 3 7 CFR ^ 1 . 196 fb)^ 





^JOHN P. MCQUADE 
Administrative Patent Judge 



jEE E. BARRETTS 
Administrative Patent Judge 



*-^PPREY V. NASE 
Administrative- Patent Judge 



BOARD 



OF PATENT 
AND 



APPEALS 



INTERFERENCES 



JPM/kis 



PAGE 13I18'RCVDATW0S8:55:17 AM [Eastern Daylight Time]'SVR:USPTO{FTC 



' DURATION (mm-ss):04-28 



08/85/2005 06:50 



5124530066 



PAGE 14/18 



Intervfsw Summary 



ApplicMlon No. 

09/444,660 



Examiner 
Rachel L Porter 



At'pMcantfs) 

pfeTRUS. EDWARD J. 



Art Unit 



3625 



All participants (applicant, applicant's representative, PTO personnel): 

(1) Rnahel L. Porter (^\ Bdward Poirus. Fro Se Atiplicant 

(2) Joseph Thomas. SPE , (4) . 

Date of interview: 08 February 20QS . 

Type: a)EI Telephonic b)\3 Video Conference 

c)Q Personal [copy given to: 1)0 applicant 2)Q appiicanVs representative] 

Exhibit shown or demonstration conducted: d)D Yes e)l3 No. 
If Yes, brief description: . 

Claim(s) discussed: i in oarficular fall claims of record irt general} . 

Iden^ cation of prior art discussed: q^. 

Agreement with respect to the claims f)n was reached, g)n was not reached. h)El N/A. 



Substance of Interview including descrlptiDn of the general nature of what was agreed to if 
rf=jflchpd or any other commentsr See Cotdfnu^ion Sheet 



agreed 



(A fuller description, if necessary, and a copy of the amendrnents which the examiner 
allowable, If. available, must be attached. Also, where no copy of the amendment^ that wo 
allowable is available, a summary thereof must be attached.) 



an agreement was 



would render the claims 
Lild render the claims 



THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Sec^on 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN ONE MONTH FROM THIS INTERVIEW DATE, OR THE MAILING DATE OF THIS V 
FORM, WHICHEVER IS LATER, TO FILE A STATEMEh^T OF THE SUBSTANCE OF THE 
Summary of Record of Interview requirements on reverse srde or on attached sheet. 



INTERVIEW SUMMARY 
INTERVIEW. See 




SureFwW PATENT DtAWB^ 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 



Examiner's signature, if required 



J.5. Pslont and Trademark Office 
PTOL-413 (Rev, 0<^03) 



Interview Suimnary 



Paper No. 2005020S 
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Continuatioh Sheet (PTOL-413) 



Continuation of Substance of Interview including description of the general nature of what 
agreement was reached, or any other comments: Discussed claim rejections under 112, 1st 
paragraph and proposed amendments to overcome these claim rejedfons. Examiners indicalted 
phrases "other items covered by the questionnaire" and "other nutritional isupplements'' from 
should be sufficient to overcome the 1 12. 2nd paragraph rejections of cJaims 1-5 provided in 
12/22/04. Examiners also Indicated that removal of the phrase "for differences in" in the 
should be sufficient to overcome the rejection of claims 1-5 under 112,1st paragraph provide 
mailed 12/22/04. Advised Applicant that any amendments to the claims at this stage must 
signed After-Final written response . 



Application No. 09/4d4,660 



was J 



agreed to if an 
paragraph and 112.2nd 

that the removal of the 
steps c) and d) of claim 1 
the Final Rejection mailBd 
con^paring step (c) of clafm 1 

d in the Final Rejection 
: be submitted in a fomial, 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of: 

Edward J. Petrus 



) 
) 
) 



Examiner: Rache 



) 



Serial No. 09/444,660. 
Filed: November 22, 1999 ) 
For: Dietary Supplement Selector and Method 



Group- Art Unit: 3626 



RESPONSE TO REJECTION AFTER FINAL 

In respotuse to the decision of the examiner mailed on December 22, 20C[4, please amend the 
claims as follows: 

Claim Amendments: \ . . 

1 , (Curre^itly amended) A method/process of creating a dietary su^lement profile for 
an individual comprising: 

a) completing a health questtonnaire by an individual, 

b) cornparing of the questionnaire information by an individual 
profile for a person of the individual's age and health history background in a 

c) comparing f or diffe re nccs - m the individx^'s health information 
profiles based on age, sex, physical activity, dietary habits^ past medical histoijy 
cove r ed in die que^lioiuiAiic to achieve optimal health and wellness, 

d) generating a computer-implemented dietary supplement proile 
individual's health information listing the vitamins, minetalS;; amino acids, 
other Amtiiti o nal suppleiiicnly to achieve optimal health and welbiess, 

2. (Previously amended) The method/process of creating a dietary 



profile of claim 1, wherein step (b) comprises comparing the questionnaire i 
individual and information provided by ,a physical examination to a health 
the individxial*s age and health history background in a computer database. 



(Previoufljy amended) The method/process ^f creating a dietary 



L. Porter 



to a health 
I :omputer data base, 
to standardized 



enz] fines. 



based on the 
and herbs and 



supplement 

inifbrmadonbythe 
profile for a person of 



supplement 
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profile of claim 1, wherein step (b) comprises comparing the questionnaire infbrmation 
by the individual and infoimation provided by laboratory studies to a Jiealth profile 
of the individual's age and health history background in a computer database. 



(Previously amended) The method/process of creating a dietary 



profile of claiml, further comprises adding a list of commercially available 
the dietary supplements listed to achieve optimal health and wellness. 



supplement 
pnbducts that provide 



5. (Origmal) The method/process of creating a dietary supplement profile of claim 1, 
; fiirther comprises adding a plaii for weight management. 

REMAiaCS 



1- Claims 1-5 were rejected under 35 II.S.C. SH2, first paragraph, as fai 



with the written description requirement. 

Claims 1 -4 were rejected because "there is no direct description of cpmpi ring for differences 
to standardized profiles to achieve optimal health and welhxess." In the original description filed on 
1 1/22/1 999 the questionnaire information was 'entered and stored in the compu «r database *S^4ierc 
it is compared to a health profile for aperson of the consumer's ageland heaHhliistory background. 
Based' on this comparison, a dietary supplement profile 3 can be generated 
consumers personal nutritional needs of vitamins, minerals, amino acids, enzynies, herbs and other 
^ nutritional supplements to achieve optimal health and weUness." (Page 2, linei 12-19). Claim 1(c) 
was amended to comply with this objection. \ 

2- Glaims 1-5 were rejected onder 35 IJ.S.C!. 1 il. seconA paraaraptL as bJing indefinite for 



provided 
for a person 



ing to comp ly 



failing to paJtiCTilarlvnoint out and disHnbtlv claim t ^ e subject matter wfaich applicant regards as the 



Invention. 



Claim Iwasamend^dtoremoyethephrases'^dotheritemsinlhe 
other nutritiooal supplements." Step b of claim I compares the data in die 



2 . 



guesi ionnaire" and "and 
que^otmaiie to diat of 
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a person of the. consumer's age and health hi^bry background. Step c of claim 1 compares the 
differences noted to standardized profiles based on age, sex, physical actiyityj die tary habits, and past 
medical history in the computer database. The database for that individual may r otice changes from 
prior data to arrive at a new profile. Claim 2 may note d change in physical signs such as an increase 
or decrease in blood pressure. Claim 3 may note a change in lab studies such as an increase in CRP. 

Claim 4 vdll then provide a different profile and suggested dietary supplements. 

3. Claims 1-5 were rejected under 3 5 U.S.G, § 103(a) as being unpatentable over Summerell et 
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al fUSPN 5,937,387> inviewof Rilcv OJSPN 5,976.5681 

This rejection was thoroughly discussed in the Brief on Appeal pages 6 
pages 1-7. ; ; 

CQNCLUSION 

For all the above reasons. Applicant submits that the claims are how in 



that the claims all defioe patentable over the prioV art. ' Applicant submits this application is now / 



10 and Reply Brief 



proper form, and 



in condition for allowance, which action is respectfully petitioned. 



RespectfiiUy submitted, 

m 
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